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DETAILED ACTION 
Specification 

1 . The abstract of the disclosure is objected to because it should be a single 
paragraph. Correction is required. See MPEP § 608.01(b). 

Claim Objections 

2. Claims 2 and 3 are objected to because of the following infonnalities: 

3. Claim 2 recites the limitation "said step of setting up said link between said first 
terminal and second terminal includes opening a virtual circuit on a signaling channel" in 
the 2"^ and 3^^ lines. The step of setting up a link in claim 1 is between first terminal and 
third terminal. In Figure 2 Element 26 and on pages 8 and 1 1 of the specification a link 
is set up between first and third terminals using signaling channel D, whereas the link 
between the first and second temiinals is on a data channel B (Figure 2 Element 16). 

It is interpreted for further examination of claim 2 in this Office Action that 
limitation should read "said step of setting up said link between said first terminal and 
third terminal includes opening a virtual circuit on a signaling channel". 

4. Claim 3 recites the limitation "said link between said first terminal and third 
terminal uses a data channel" in 2"^ and 3^*^ lines. In Figure 2 Element 26 and on pages 
8 and 1 1 of the specification the link between first and third terminals uses signaling 
channel D, whereas the link between the first and second terminals is on a data channel 
B (Figure 2 Element 16). 
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It is interpreted for further examination of claim 3 in this Office Action that the 
limitation should read "said link between said first temninal and second terminal uses a 
data channel". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claim 8 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for validating an operation between first and second 
terminals connected by data channel B, via signaling channel D on an ISDN network 
connecting first and third terminals, does not reasonably provide enablement for link 
between first and third terminals using short message service on a radio telephone 
network. The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to use the invention commensurate 
in scope with these claims. The specification only discloses using a short message 
service to set up a link between the first and third terminals of the network. It is not 
clear how the first and second terminals are connected in the digital radio telephone 
network, how the operation between the first and second terminals is validated by the 
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third terminal, or how an acknowledgement message confirming validatipn of the 
operation is sent from the third temninal to the second temiinal. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 recites the limitation "said other logical channel" in the 6*^ line. There is 
insufficient antecedent basis for this limitation in the claim. The 3^^ line of claim 1 recites 
"another logical channel". 

It is interpreted for further examination of claim 1 in this Office Action that 
"another logical channel" and "said other logical channel" are one and the same. 

9. Claims 9-1 1 are rejected under 35 U.S.C. 112, second paragraph, as being 

' indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 9 lacks a transitional phrase, such as "comprising", to separate the 
preamble from the body of the claim. 

The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. 
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Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

1 1 . Claims 1 , 9 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fraser (Us 5,329,589). 

With respect to claim 1 , Fraser discloses a method of validating an operation 
during a call set up between first terminal and second terminal via a digital 
telecommunication network, said call using a logical channel of a digital multiplex link 
including another logical channel to carry data (Figure 4), said method comprising the 
following steps; 

during said call, setting up a link between said first terminal and a third terminal 
via said other logical channel of the digital multiplex link (column 8 lines 40-43), 

transferring between said first terminal and said third terminal via said other 
logical channel, confidential data not accessible to said second terminal for validating 
said operation effected during said call between said first terminal and second terriiinal 
(column 8 lines 43-48), and 
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sending an acl^nowledgement message confirming the validation of said 
operation from said third tenninal to the second tenninal (column 8 lines 59-65). 

With respect to claim 9, Fraser discloses a communications system for validating 
an operation during a call set up between a first terminal and a second terminal via a 
digital telecommunication network (Figure 4 Elements 403 & 405), said call using a 
logical channel of a digital multiplex link including another logical channel to carry data 
comprising; 

said another logical channel between a third terminal and said first terminal to 
exchange confidential data not accessible to said second terminal (column 8 lines 40- 
43); and 

a link between said third terminal and said second terminal to send an 
acknowledgement message confirming validation of said operation (column 8 lines 59- 
65. 

With respect to claim 10, Fraser discloses, wherein said first terminal is that of a 
user, such as a customer (Figure 4 Element 403), and said second terminal is that of 
another user, such as a vendor (Figure 4 Element 405), so that said operation validated 
during said call between said first terminal and second terminal is a telepayment 
effected by said user of said first terminal to the benefit of said user of said second 
terminal and validated by said confidential data exchanged between said first terminal 
and third terminal (column 8 lines 40-65). 
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Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which fonns the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made, 

13. Claims 2-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fraser (US 5,329,589) in view of Gore et al. (US 5,313,463). 

With respect to claims 2 & 3, Fraser does not disclose the telecommunication 
network is an ISDN network. 

Gore discloses an ISDN network used for communication between a business 
and a customer wherein the business and customer terminals communicate via a B 
channel and the D channel is used to validate customer information such as a credit 
card number by a third terminal (column 1 lines 46-68). 

Fraser and Gore are analogous art because they are from the same field of 
endeavor of validating customer information by a third terminal in a telecommunication 
network. 

At the time of the invention, it would have been obvious to a person or ordinary 
skill in the art to use an ISDN network in the invention of Fraser, using the B channel for 
communication between the customer and vendor and the D channel for validating 
customer information with a third terminal. 
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The motivation for doing so would have been to use a well-known 
telecommunication network which has a signaling channel that can be used to validate 
customer information instead of using another data channel or a private line facility 
(column 3 line 64 - column 4 line 42). 

With respect to claim 4, Fraser discloses sending credit card information to a 
third tenninal before setting up a link between second tenninal (vendor/business) and 
the third terminal (column 8 lines 40-65) in a telecommunications network. 

Gore discloses setting up a link between the second terminal and third terminal 
to request validation of customer information (credit card number), which the first 
terminal sends to the second terminal (column 3 line 64 - column 4 line 42) in an ISDN 
network. 

Fraser and Gore are analogous art because they are from the same field of 
endeavor of validating customer information by a third terminal in a telecommunication 
network. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art for the vendor (second terminal) to request validation of customer 
information when the vendor wants validation that the customer can pay, while keeping 
the customer's credit card number hidden from the vendor by setting up a link between 
the customer (first terminal) and the third terminal. 

The motivation for doing so would have been for the customer to keep his credit 
card number hidden from the vendor, while the vendor is assured the customer can pay 
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(Fraser column 8 lines 25-29), yet the customer does not have to send his information 
until the.vendor requests it, which can be at any point during the transaction. 

With respect to claim 5, Gore discloses wherein said step of setting up said link 
between said second terminal and third terminal includes opening a virtual circuit on a 
signaling channel (column 1 lines 46-68). 

With respect to claim 6, Gore discloses wherein said link between said second 
terminal and third tenninal and said call between said first temninal and second terminal 
are multiplexed on the same physical medium serving said second terminal from said 
network (ISDN D and B channels described in Figure 2 and column 3 line 64 - column 4 
line 42). 

14. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fraser 
et al. (US 5.329,589) in view of Linehan (US 6,327,578 B1). 

Fraser discloses the third terminal is a credit manager connected to a credit card 
database, not a bank. 

Linehan discloses validating an operation between a Consumer (Figure 4 
Element 202) and a Merchant (Figure 4 Element 204), by a third terminal, the 
Consumer's Issuing Bank and Issuer Gateway (Figure 4 Elements 212 & 214) which 
issues an authorization token, including a reference to the Consumer's credit or debit 
card number, to the Merchant (column 6 lines 8-43). 
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Fraser and Linehan are analogous art because they are from the same field of 
endeavor of validating customer information by a third terminal in a communication 
network. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to use the Issuer Gateway and Issuer Bank of Linehan in place of or in 
conjunction with the Credit Manager and Credit Card Database of Fraser. 

The motivation for doing so would have been to for the Consumer/Customer to 
be able to use either a debit card or credit card. 

Allowable Subject Matter 

15. Claim 7 Is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jordan Hamann whose telephone number is (571) 272- 
8564. The examiner can normally be reached on Monday-Thursday 8:30-5:30 and 
alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chau Nguyen can be reached on (571) 272-3126. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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